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DETAILED ACTION 
Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 19 - 21 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 19-21 recite the limitation "said flow controller." There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 -3,7, 8, 13, 17, 22 - 24, 28 - 30 and 34 - 36 are rejected under 35 
U.S.C. 102(b) as being anticipated by Ramsey (U.S. Pat. No. 5,858,195 A). Regarding 
claims 1, 2, 7, 8, 13, 22 - 24, 28 - 30 and 34 - 36, Ramsey teaches an apparatus 
comprising: a plurality of supply units (e.g., 12 & 14) capable of supplying a plurality of 
fluids; a reaction chamber or channel (42) for receiving the plurality of fluids; and a flow 
pass or channel branches (e.g., 26 & 28) connected between the plurality of supply units 
and the reaction chamber. Regarding claim 3, Ramsey teaches the incorporation of an 
additional reservoir or port (20) for receiving discharged fluids (see col. 6, lines 15-67; 
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col. 7, lines 1-12; figures 1 & 6). Regarding claim 7, Ramsey teaches The Courts have 
held that apparatus claims must be structurally distinguishable from the prior art in terms 
of structure, not function. See/« reDanley, 120 USPQ 528, 531 (CCPA 1959); and 
Hewlett-Packard Co. V. Bausch andLomb, Inc., 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990). The Courts have held that the manner of operating an apparatus does not 
differentiate an apparatus claim from the prior art, if the prior art apparatus teaches all of 
the structural limitations of the claim. See Ex Parte Masham, 2 USPQ2d 1647 (BPAI 
1987) (see MPEP § 21 14). Regarding the methodology of using the apparatus as recited 
in claims 34 - 36, as discussed above, Ramsey teaches all of the structure of the 
apparatus provided in the claimed method, which merely recites the conventional 
operation of that apparatus. Ramsey teaches that the apparatus is operated to transport 
and mix sample and reagent fluids in accordance to a timed sequence (see col. 9, lines 25 
- 63). Regarding process or method claims, a prior art device anticipates a claimed 
process, if the device carries out the process during normal operation (see MPEP § 
21 12.02). The Courts have held that when a prior art device is the same as a device 
described in the specification for carrying out the claimed method, it can be assumed that 
the device will inherently perform the claimed process. See In re King, 801 F.2d 1324, 
231 USPQ 136 (Fed. Cir. 1986). In addition, regarding product and apparatus claims, 
when the structure recited in the reference is substantially identical to that of the claims, 
claimed properties or functions are presumed to be inherent (see MPEP § 21 12.01). 
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FIG. 1 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 

various claims was commonly owned at the time any inventions covered therein were 
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made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 4 - 6, 9 - 12, 14 - 16, 18 - 21, 25, 31 - 33 and 37 - 39 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Ramsey in view of Anderson et al. (U.S. Pat. 
No. 5,922,591 A). Regarding claims 4, 5, 14, 18, 21, 25 and 37, Ramsey does not 
specifically teach the incorporation of a vacuum or suction means with an associated 
controller means for facilitating fluid transport within the apparatus. Ramsey do teach the 
use of controlled electrokinetic fluid transport within the apparatus (see col. 9, lines 7 - 
24). Anderson et al. do teach the incorporation of a pressure manifold, which provides a 
suction or vacuum effect, for facilitating fluid transport within a microfluidic apparatus 
(see col. 26, lines 8 - 67). Hence, as evidenced by Ramsey and Anderson et al., both of 
these fluid transport mechanisms for facilitating fluid transfer within microfluidic devices 
are considered functional equivalents recognized in the prior art (see MPEP § 2144.06). 
The Courts have held that an express suggestion to substitute one known equivalent 
component or process for another is not necessary to render such a substitution obvious. 
See In re Fout, 675 F.2d 297, 213 USPQ 532 (CCPA 1982). Therefore, it would have 
been obvious to a person of ordinary skill in the art to incorporate a suction means, as 
taught by Anderson et al., with the microfluidic apparatus of Ramsey in order to provide 
for effective fluid transport within the apparatus. Regarding claims 6, 9, 10, 14, 16, 18, 
20, 25, 27, 31, 33, 37 and 39, Ramsey further teaches the incorporation of micropumps 
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(see col. 35, lines 4 - 65). Regarding claims 1 1, 12, 14, 15, 18, 19, 25, 26, 31, 32, 37 and 
38, Ramsey teaches the incorporation of valves within the system (see col. 35, lines 3 - 
11). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Lipshutz et al. teach a microfluidic device utilizing a pressure 
manifold for providing pressure differential fluid transport. Knapp et al. teach 
microfluidic systems incorporating the use of machined flow channels, micropumps and 
microvalves. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Sines, Ph.D. whose telephone number is (571) 
272-1263. The examiner can normally be reached on Monday - Friday (1 1 :30 AM - 8 
PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (571) 272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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